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DETAILED ACTION 

1. This action is responsive to communications: Application filed on 02/20/2003 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 12 and 21 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 12 is rejected under 35 U.S.C 101 because the claimed invention is directed to a 
non-functional descriptive material. Apart from the utility requirement of 35 U.S.C. 101 , 
usefulness under the patent eligibility standard requires significant functionality to be 
present to satisfy the useful result aspect of the practical application requirement. See 
Arrhythmia, 958 F.2d at 1057, 22 USPQ2dat 1036. Merely claiming nonfunctional 
descriptive material does not make the invention eligible for patenting. A claim 
directed to a word processing file stored on a disk may satisfy the utility requirement of 
35 U.S.C. 101 since the information stored may have some "real world" value. However, 
the mere fact that the claim may satisfy the utility requirement of 35 U.S.C. 101 does not 
mean that a useful result is achieved under the practical application requirement. The 
claimed invention as a whole must produce a "useful, concrete and tangible" result to 
have a practical application. 
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In claim 21 "a method of tracking" is recited; however this claim is rejected 
because it is a practical application which does not produce any tangible results, and as 
such it is not limited to tangible patent-eligible subject matter. 

Claim Rejections • 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gallagher et al. (Patent No. 6003763) hereinafter "Gallagher". 

For claim 1 , Gallagher teaches "a method for tracking physical property with an 
American Banking Association routing number (Col. 7, lines 49-67), the method 
comprising: "associating a tracking number with an item of physical property, wherein 
the tracking number comprises at least an American Banking Association routing 
number" (Col. 5, lines 54-64) 

"recording in a database a description of the physical property" (Col. 5, lines 62-Col. 6, 
lines 1-11) 

"associating within the database the tracking number with the description about the 
physical property" (Col, 5 lines 62-65) 
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For claim 2, Gallagher teaches "wherein associating the tracking number with the item 
of physical property comprises attaching a label displaying the tracking number to the 
item of physical property" (Col. 7, lines 49-67) 

For claim 3, Gallagher teaches "wherein associating the tracking number with the item 
of physical property comprises printing the tracking number on the item of physical 
property" (Col. 7, lines 49-67, fig. 6) 

For claim 4, Gallagher teaches "wherein associating the tracking number with the item 
of physical property comprises attaching a negotiable instrument comprising the 
tracking number to the item of physical property" (Col. 7, lines 49-65) 

For claim 5, Gallagher teaches "wherein the description of the physical property 
comprises a description about the owner of the physical property" (Col. 13, lines 1-6) 

For claim 6, Gallagher teaches " wherein the description of the physical property 
comprises a description about the possessor of the physical property" (Col. 13, lines 1- 
6) 



For claim 7, Gallagher teaches "storing information about an item in a database" (Col. 
5,lines 62-Col. 6, lines 1-11) 
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"associating within the database a tracking code with the information about the item 
wherein the tracking code also identifies a negotiable instrument"(Col. 5, lines 62-Col. 6, 
lines 1-11, Col. 11, lines 3-10) 

"registering in the database an owner of the item transferring ownership of the item to a 
second party" (Col. 10, lines 62-Col. 11, lines 12) 

"changing the registered owner of the item in the database to the second party" (Col. 
11, lines 31-60) 

For claim 8, Gallagher teaches "wherein the tracking code comprises a financially 
recognized tracking number, and wherein the tracking number comprises at least an 
American Banking Association routing number" (Col. 7, lines 49-67) 

For claim 9, Gallagher teaches "wherein the tracking code comprises a financially 
recognized tracking number, a payer, a payee, and a face value amount" (Col. 7, lines 
22-60) 

For claim 10, this claim is rejected on grounds corresponding to the arguments given 
above for rejected claim 7 and is similarly rejected 

For claim 1 1 , Gallagher teaches "wherein the tracking code comprises a credit card 
number and a check number" (Col. 7, lines 49-67, Col. 10, lines 62-67) 
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For claim 12, Gallagher teaches "a database for registering and tracking items, the 
database storing a plurality of items (Col. 5, lines 62-Col. 6, lines 1-11) 
, each of the stored items comprising: 

"a financially recognized tracking number associated with the item" (Col. 7, lines 22-26) 
"a name of the item" (Col. 7, lines 49-65) 

"a registered owner of the item"(Col.10, lines 60-Col. 11, lines 1-2) 

For claim 1 3, Gallagher teaches "wherein at least one of the stored items further 
comprises a registered possessor of the item"(Col. 7, lines 27-48) 

For claim 14, Gallagher teaches "wherein at least one of the stored items further 
comprises an insurance company of the item" (Col. 7, lines 49-60) 

For claim 1 5, Gallagher teaches "wherein at least one of the stored items further 
comprises a transaction history of the item" (Col. 7, lines 27-48) 

For claim 16, Gallagher teaches "wherein at least one of the stored items further 
comprises a physical location of the item" (Col. 13, lines 1-6) 

For claim 17, Gallagher teaches "receiving a request to redeem a negotiable instrument, 
the negotiable instrument including a tracking number that uniquely identifies the 
negotiable instrument" (Col 11, lines 1-30) 
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"entering the tracking number into a database to retrieve a corresponding registration 
record of the negotiable instrument" (Col. 11, lines 13-20, Col. 13, lines 34-60) 
"comparing the retrieved registration record with the negotiable instrument" (Col. 1 1 , 
lines 21-67) 

"redeeming the negotiable instrument if data associated with the registration record 
relates to data associated with the negotiable instrument" (Col. 14, lines 5-20) 

For clam 18, Gallagher teaches "wherein receiving a request to redeem a check 
comprises receiving a request to redeem an electronic check" (Col. 6, lines 1-11) 

For claim 19, Gallagher teaches " wherein comparing the retrieved registration record 
with the negotiable instrument comprises comparing a registered payment amount of 
the retrieved registration record with a face value of the negotiable instrument"([Col. 13, 
lines 35-54] wherein the central database is check for verification of the check) 

For claim 20, Gallagher teaches " wherein comparing the retrieved registration record 
with the negotiable instrument comprises comparing a registered payee name of the 
retrieved registration record with a payee name of the negotiable instrument" ([Col. 13, 
lines 35-54] wherein the central database is check for verification of the check) 
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For claim 21, Gallagher teaches "a method of tracking an item with a financially 
recognized tracking number, the method comprising: associating within a database a 
tracking code with data about an item, wherein the tracking code comprises financially 
recognized identification information" (Col. 11, lines 3-10) 

For claim 22, this claim is rejected on grounds corresponding to the arguments given 
above for rejected claim 7 and is similarly rejected 
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CONCLUSION 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLUBUSOLA ONI whose telephone number is 571-272- 
2738. The examiner can normally be reached on 7.30-5.00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TIM VO can be reached on 571-272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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